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Inter partes review (“IPR”) proceedings allow third parties to 
challenge a patent’s validity at the USPTO before the Patent Tri-
al and Appeal Board (the “Board”) based on prior art patents and 
printed publications. One potential risk of filing an IPR petition is 
that the Board may issue a final written decision upholding any or 
all of the challenged claims as patentable, leaving the petitioner es-
topped from presenting prior art invalidity arguments in other legal 
proceedings “with respect to that claim on any ground that the peti-
tioner raised or reasonably could have raised during the inter partes 
review.”1 The scope of IPR estoppel, however, has turned out to be 
murky at best. 

In Shaw Industries v. Automated Creel Systems,2 the Federal Circuit 
provided some guidance as to the scope of the IPR estoppel effects. 
Specifically, the Federal Circuit held that invalidity grounds raised in 
an IPR petition, but not instituted by the Board on the basis of redun-
dancy, will not be subject to estoppel in later proceedings. The Fed-
eral Circuit reasoned that according to the plain language of Section 
315(e), estoppel only applies to grounds that could have been raised 
during the IPR—i.e., after institution of the IPR. Thus, if the Board 
prevented a petitioner from arguing an invalidity ground during an 
IPR by refusing to institute the IPR as to that ground, the petitioner 
could not have raised that ground “during” the IPR, and that ground 
is therefore not subject to estoppel. As a practical matter, the Shaw 
decision seemingly creates a loophole that IPR petitioners may be 
able to exploit to potentially get two bites at the same invalidity apple 
based on how the IPR petitions are crafted. 

This article summarizes the Shaw decision, and also discusses 
some strategic considerations for practitioners to consider in light of 
Shaw. 

SUMMARY OF THE DISTRICT COURT AND IPR 
PROCEEDINGS

Automated Creel Systems, Inc. (“ACS”) owns U.S. Patent No. 
7,806,360 (the “’360 Patent”), which generally relates to “creels” 
for supplying yarn and other stranded materials to manufacturing 
processes. Claims 1–5, 8–12, 14, 19, and 20 (the “non-interposing 
claims”) involve creel magazines with two packages of stranded ma-
terial at each level. Claims 6, 7, 13, 15–18, and 21 (the “interposing 
claims”) involve creel magazines with more than two packages of 
stranded material at each level. 

ACS sued Shaw Industries Group, Inc. (“Shaw”) alleging infringe-
ment of the ’360 Patent in the U.S. District Court for the Northern 
District of Georgia. In response, Shaw filed an IPR petition seeking 
to invalidate all of the ’360 Patent’s claims. ACS dismissed the district 
court case without prejudice pending the IPR.

In its petition, Shaw proposed fifteen invalidity grounds. Of rele-
vance to this article, three of those grounds were directed to the in-
terposing claims. The Board instituted IPR with respect to two of the 
three interposing claims. The Board declined to institute IPR as to the 
third interposing claim ground (the “Payne-based ground”) because 
it was “redundant in light of [its] determination that there is a reason-
able likelihood that the challenged claims are unpatentable based on 
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the grounds of unpatentability on which we institute an inter partes 
review.” The Board’s decision lacked any substantive determinations 
as to the Payne-based ground.  

Following institution and trial, the Board issued a final written de-
cision concluding that Shaw “had not shown by a preponderance of 
the evidence that the [relevant] claims were unpatentable based on 
the instituted grounds.” 

SUMMARY OF FEDERAL CIRCUIT PROCEEDINGS

Following the Board’s final written decision, Shaw, among other 
things, petitioned the Federal Circuit for a writ of mandamus seeking 
an instruction to the USPTO to reevaluate its redundancy decision 
and to institute IPR based on the Payne-based ground, which was 
not previously considered by the Board. Shaw’s arguments in support 
of its writ were predicated on its concern that the statutory estoppel 
provisions would prevent it from raising the Payne-based ground in 
future proceedings. 

The Federal Circuit, however, dispelled Shaw’s concerns by find-
ing that, according to the plain language of Section 315(e), estoppel 
only applies for arguments “on any ground that the petitioner raised 
or reasonably could have raised during that inter partes review.” And 
significantly, an IPR does not begin until it is instituted.3 Thus, even 
though Shaw raised the Payne-based ground in its IPR petition, since 
the Board denied the petition as to that ground, no IPR was institut-
ed as to that ground. Shaw therefore neither raised, nor could it have 
reasonably raised, the Payne-based ground during the IPR. Based 
on this statutory construction, the Federal Circuit found that Shaw 
would not be estopped from raising its third invalidity ground in a 
subsequent legal proceeding, and denied Shaw’s petition for writ of 
mandamus as a result. 

In a concurring opinion, Judge Reyna joined the court’s opinion, 
but wrote separately to reflect his deep concern about the Board’s ap-
plication of the so-called “Redundancy Doctrine.” The Redundancy 
Doctrine refers to the Board’s informal practice of refusing to institute 
IPR on grounds that it believes to be “redundant” of other instituted 
grounds, without stating any reasoned basis as to why and how the 
denied grounds are redundant. In Shaw, the USPTO, as an interven-
ing party, defended its ability to deny IPRs solely on unsupported 
redundancy grounds because “it need not provide any basis for its 
institution decisions.” Judge Reyna criticized the USPTO’s claim to 
unchecked discretionary authority as being improper and unprece-
dented, and noted his deep concern about the broader impact that 
the USPTO’s position may have on the integrity of the patent system. 
Judge Reyna also suggested that the Redundancy Doctrine violates 
the Administrative Procedures Act’s requirements that administrative 
bodies apply “reasoned decisionmaking” and demonstrate a reasoned 
basis supporting a final adjudication or decision. 

Judge Reyna also noted that in failing to provide a reasoned basis 
for declining to institute a ground as redundant, the Board deprives 

tribunals of necessary information crucial to the determination of 
whether estoppel should apply. In the concurring opinion, Judge Rey-
na wrote that the Board must, at a minimum, articulate a reasoned ba-
sis for why certain grounds are deemed redundant in order to satisfy 
the requirements of the Administrative Procedures Act and provide 
necessary guidance to courts tasked with determining whether estop-
pel applies. 

PRACTICAL IMPLICATIONS

So where do we stand after Shaw? At a minimum, we know that 
IPR petitioners will not be estopped from asserting invalidity grounds 
in other legal proceedings that were raised in an IPR petition, but not 
instituted by the Board based on redundancy grounds. What is less 
clear is whether IPR petitioners will be estopped from asserting an 
invalidity ground in a subsequent legal proceeding if that ground was 
not instituted for reasons other than redundancy, or not included in 
the petition at all. 

For example, based on the Federal Circuit’s strict construction of 
the word “during” in Shaw, even grounds denied review based on the 
merits should, arguably, be outside the scope of Section 315(e)’s es-
toppel provisions. It has even been suggested that the decision in Shaw 
is broad enough to preclude estoppel as to invalidity grounds that were 
not set forth in the petition since, again, the petitioner arguably could 
not have raised such prior art during the IPR. But, if the Board pro-
vides a substantive reason for rejecting IPR for a particular invalidity 
ground, and the petitioner is allowed to argue that same ground in a 
subsequent legal proceeding, the petitioner effectively has been given 
two substantive bites at the same invalidity apple, which likely contra-
dicts Congress’s intent when enacting Section 315(e). Moreover, the 
interpretation that estoppel does not apply to all unasserted invalidity 
grounds seems absurd since it effectively eviscerates Section 315(e)’s 
estoppel provisions altogether. 

Regardless, given the ambiguities as to Section 315(e) that remain 
after Shaw, petitioners will likely be incentivized to inject as many 
invalidity grounds into IPR petitions as possible to try and preserve 
those grounds for use in other proceedings. This is despite the Board’s 
stated preference that practitioners provide detailed analysis for a 
limited selection of the most relevant challenges in IPR petitions. In 
fact, because there is no requirement that all of the grounds advanced 
in an IPR petition be adequately supported to fall within the Shaw 
exception, it stands to reason that some IPR petitioners will try and 
file petitions filled with numerous alternative and tenuously applica-
ble invalidity grounds, as the risk of waiving these grounds in future 
proceedings is drastically minimized under any reading of Shaw. The 
Board will almost certainly deny institution on those underdeveloped 
grounds, and may even bristle at the petitioner’s blatant gamesman-
ship. But because the grounds were not considered “during” the IPR, 
the IPR estoppel effects should, in theory, not apply to those grounds 
under Shaw. 
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This type of gamesmanship would also not be surprising in light 
of the fact that similar gamesmanship is already occurring in IPRs. 
For example, in Liberty Mutual Ins. Co. v. Progressive Casualty Ins. Co.,4 
discussed in the Shaw decision, the petitioner presented over 400 
grounds of unpatentability for just twenty patent claims. The Board 
determined that the numerous redundant grounds would place a 
significant burden on the Board and cause unnecessary delays. Thus, 
the Board made a specific finding that certain groups of grounds 
were redundant, and ordered the Petitioner to choose which ground 
to maintain, identifying which ground it would proceed with if the 
Petitioner did not choose. In light of Shaw, the petitioner in Liberty 
Mutual has now effectively been rewarded for raising an absurd num-
ber of invalidity grounds in the IPR petition. And despite the Board’s 
objection to this sort of practice, other IPR petitioners may have very 
little incentive to limit the invalidity grounds raised in their petitions. 

Of course, the strategy of including multiple redundant invalidity 
grounds in an IPR petition has its drawbacks. For instance, a petition-
er that includes multiple invalidity grounds in an IPR petition may 
run the risk that the IPR will be instituted on a relatively undesirable 
ground. Presenting multiple invalidity grounds may also detract from, 
or even undermine, the best invalidity arguments, which practitioners 
will want to avoid. As such, any attempt to take advantage of the Shaw 
decision must carefully be assessed on a case-by-case basis. 

The Shaw decision may also be used to try and undermine mo-
tions to stay patent litigation matters pending IPR. For example, 
when deciding a motion to stay, courts look to whether the IPR will 
simplify and streamline the issues that may be presented in the litiga-
tion. Some courts have noted that the estoppel provisions will stream-
line and narrow the litigation, weighing in favor of a stay.5 Yet, based 
on Shaw, if the underlying IPR petition includes multiple redundant 
invalidity grounds, the estoppel effects, as a practical matter, may be 
minimal. Thus, a court may be inclined to deny a stay based on a lack 
of any meaningful estoppel effects.

Overall, Shaw represents an incremental step forward as to defin-
ing the scope of Section 315(e)’s estoppel provisions that both patent 
prosecutors and litigators should be aware of. The overall impact of 
Shaw, however, remains to be seen. 7

The views expressed in this article are personal to the authors and do 
not necessarily reflect the views of the authors’  firm, the State Bar of Cali-
fornia, or any colleagues, organization, or client.
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Endnotes

 1. 35 U.S.C. § 315(e).
 2. 817 F.3d 1293 (Fed. Cir. 2016). 
 3. In re Cuozzo Speed Techs., LLC, 793 F.3d 1268, 1272 (Fed. Cir. 

2015) (“IPRs proceed in two phases. In the first phase, the PTO 
determines whether to institute IPR. In the second phase, the 
Board conducts the IPR proceeding and issues a final decision.”). 

 4. No. CBM2012-00003, 2012 WL 9494791, at *1 (P.T.A.B. Oct. 
25, 2012).

 5. See, e.g., Click-To-Call Techs. LP v. Ingenio, Inc., No. 1:12-cv-00465, 
ECF No. 147, at *3 (W.D. Tex. Dec. 5, 2013) (stating litigation 
“will still be narrowed, because Defendants will be estopped from 
raising the same invalidity contentions again in this Court”). 
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