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COPYRIGHT TERMINATIONS 

IN FULL SWING 
BY:  ER ICA J .  VAN LOON AND JESS ICA A .  WOOD

INTRODUCTION

2014 marks the first year under the Copyright 
Act of 1976 that authors who previously trans-
ferred the rights to their works to publishers, 
distributors and others, may regain ownership 
of the rights they transferred.  Congress cre-
ated the “termination of transfers” mechanism 
to give authors a second bite at the apple after 
a period of at least 35 years to help level the 
playing field for artists who may have given their 
rights away before their work gained value and 
notoriety.  Terminations are not automatic and 
are subject to complex and precise rules that 
must be followed or the author risks losing their 
rights forever.   

COPyRIgHT AND 
TERmINATION BASICS

Sections 203, 304(c) and 304(d) of the Copyright 
Act of 1976 give authors the right to recap-
ture copyrights previously transferred away.  
Terminations pursuant to the Copyright Act take 
priority over, and nullify, express contract terms 
to the contrary.  This is due to Congress’ strong 
desire to promote the arts and assist artists in 
monetizing their original works.  For example, 
even if an author signed an agreement giving all 
rights to his work in perpetuity, such term is void 
and he may still terminate the transfer under the 
Copyright Act, provided he terminates properly. 

Authors should be especially mindful of estate 
planning, as terms in wills can also be super-
seded by copyright termination.

The Copyright Act’s termination provisions pro-
vide that the exclusive or non-exclusive grant 
of a transfer or license of a copyright or any 
right under a copyright is subject to termination 
under certain conditions.  Accordingly, authors 
who transferred their works may notify the pub-
lisher or other copyright holder of their intent to 
terminate pursuant to the schedule set by the 
Copyright Act.  Then, the author or his estate 
can renegotiate a license or purchase agreement, 
either with the original assignee or with another 
entity.  

There are two main sets of grants subject to 
termination.  The first group Springs under 17 
U.S.C. §§ 304(c) and 304(d), which applies to 
grants made before January 1, 1978 and works 
which are in their original or renewal term on 
January 1, 1978 (“pre-1978 works”).  Under 17 
U.S.C. §§ 304(c) and 304(d) both grants made 
by the author or the author’s heirs can be ter-
minated.  The second group is governed by 17 
U.S.C. § 203, which applies to grants made on or 
after January 1, 1978 (“post-1978 works”).  Only 
the author (not his heirs) may terminate under 17 
U.S.C. § 203.  

However, not every work is subject to termi-
nation.  For example, terminations are only 
available for U.S. copyrights.  Accordingly, 
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foreign writers may terminate the copyright 
transfer in the United States, but U.S. writers 
may not terminate the foreign rights, even if 
they were transferred under a U.S. agreement.  
Further, termination does not apply to works-for-
hire.  Musicians should pay particular attention to 
this carve-out as many publishing agreements in 
the music industry contain work-for-hire clauses.    

Further, copyright termination does not apply 
to derivative works, such as a motion picture 
based on a book, or a play based on a movie.  
As the Supreme Court confirmed in Mills Music 
v. Snyder, the Copyright Act allows a terminated 
transferee to continue to collect income derived 
from a derivative work incorporating the termi-
nated work, if such derivative work license was 
issued while the transferee owned the copyright. 
Accordingly, if an author successfully terminates, 
he will be able to make future derivative works 
but will not be able to terminate derivative works 
created under the prior grant.

STEPS FOR TERmINATION

Once it has been ascertained that a work is 
eligible for termination, the process for any 
termination begins with thorough research 
regarding the chain of title to the work sought 
to be terminated.  This includes, but is not 
limited to, uncovering any assignments of own-
ership over the lifetime of the work, reviewing 

assignment agreements and checking with 
the U.S. Copyright Office for recorded assign-
ments.  It is important to keep in mind that 
music works have two separate copyrightable 
components--the composition and the sound 
recording—so a clearance search may involve 
both components.  Also, because terminations 
apply to rights that were often transferred 50 or 
more years ago, and records may not have been 
carefully preserved, clearance can be a difficult 
task. 

The next steps are to determine the proper 
timing under the Copyright Act.  This involves 
determining which set of rules are applicable, 
choosing the termination date and serving notice 
of the author’s intent to terminate.  Failure to fol-
low the procedures exactly as they are laid out 
in the Copyright Act can result in a total loss of 
termination rights forever—even if the failure 
was a mistake.  For example, in Burroughs v. 
Metro-Goldwyn-Mayer, Inc. (the “Tarzan case”), 
the heirs of Edgar Rice Burroughs, author of 
the “Tarzan” series of books, sought to termi-
nate rights to the original story, the character 

“Tarzan,” and other characters used in the stories 
written by Burroughs which had been granted 
to MGM for use in Tarzan films.  Although the 
court found that the agreement granting the 
Tarzan rights to MGM was subject to termination, 
the purported termination was ineffective as to 
five of 14 titles at issue that were inadvertently 
left out of the termination notice.  Accordingly, 
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MGM was allowed to continue to exploit all the 
Tarzan characters.  

Under the Copyright Act, there is a five year 
window during which an author or, for pre-1978 
works, an author’s heirs can terminate a trans-
fer and reclaim the copyright.  The author can 
choose any date within this period as the “effec-
tive date,” at which time the copyright transfer 
terminates and reverts to the original author.  
For pre-1978 works, the five year window gener-
ally opens at the end of 56 years from the date 
the copyright was originally secured—either by 
publication with notice of copyright or by regis-
tration.  Additionally, the Sonny Bono Copyright 
Extension Act gives authors of pre-1978 works 
a second chance: if a pre-1978 work was still in 
its renewal term on October 27, 1998 and the 
first period for effecting termination had expired 
before that date without being exercised, a sec-
ond window opens between 75 and 80 years 
after the copyright vests.  However, the window 
to terminate these rights has almost closed.

For post-1978 works, the five year window gen-
erally opens at the end of 35 years from the 
execution of the grant.  However, if the grant 
covers the right of publication of the work, the 
five year window opens 35 years after date 
of publication or 40 years after date of grant, 
whichever is earlier.  Accordingly, 2014 is the first 
year for terminations of post-1978 works (e.g. for 
a work made on January 1, 1978, the window 
would open 35 years later, on January 1, 2014).  

Further, as discussed in the Tarzan case above, 
the Copyright Act has strict notice requirements.  
Most importantly, written notice of an author’s 
intent to terminate a grant must be given at least 
two years and no more than ten years prior to the 
effective date specified in the notice.  Although 
the grantee is on notice that the author wishes to 
terminate, during the time between when notice 
is given and the termination’s “effective date,” 
the grantee can continue to exploit the rights up 
until the effective date.    

In addition to timing, there are special require-
ments regarding the content, signature, service 
and recordation of the notice.  For example, the 
notice must state, inter alia, what section the 
termination is made under, the name of each 
grantee whose rights are being terminated and 
the effective date of termination.  Additionally, 
the termination right holder must perform a 
reasonable investigation to identify, locate and 
serve each grantee whose rights are being ter-
minated, or the grantee’s successors in title.  
Further, a copy of the notice must be recorded 
in the Copyright Office along with payment of a 
fee.  Furthermore, special rules apply when ter-
mination is being made by the successors of a 
deceased author, including that the notice must 
list the names and relationships of family mem-
bers who have an interest in the copyright and 
it must be signed by all of the surviving persons 
who executed the grant, or by their duly author-
ized agents.  
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ExAmPLES

PRE-1978 gRANT AND PRE-1978 WORkS

Date of 
Copyright

Earliest Date 
Notice May be 

Sent

Latest Date 
Notice May be 

Sent

Earliest Date of 
Termination

Latest Date of 
Termination

1964 Now 2023 2020 2025

1965 Now 2024 2021 2026

1966 Now 2025 2022 2027

POST-1977 gRANT

Date of 
Copyright

Earliest Date 
Notice May be 

Sent

Latest Date 
Notice May be 

Sent

Earliest Date of 
Termination

Latest Date of 
Termination

1979 Now 2017 2014 2019

1980 Now 2018 2015 2020

1981 Now 2019 2016 2021

Prior to the notice being served, the author has 
no authority to transfer the rights to the work 
that is the subject of the notice.  However, after 
the notice is served, but prior to the termina-
tion date, the author may transfer the rights 
back to the current owner.  Additionally, during 
this period, upon the author’s death, the new 
rights may transfer pursuant to the author’s will.  

Accordingly, an author seeking termination may 
renegotiate with the current rights holder before 
the termination occurs.  As discussed above, 
after the termination date, the work reverts back 
to the author and he is free to transfer his rights 
to whomever he pleases.  Once the termination 
is complete, the termination should be recorded 
with the U.S. Copyright Office. 
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What about a work that is made after 1977, but 
for which rights were earlier conveyed in a pre-
1978 grant?  Such works do not Spring into 
either the pre-1978 or post-1978 grant catego-
ries.  The Copyright Office has acknowledged 
the problem, and on June 6, 2011, it issued its 
Final Rule re: “Gap in Termination Provisions.”  
These so-called “gap grants” clarified that “the 
Copyright Office will record section 203 notices 
of termination of grants for works created after 
1977 even when the agreement to make a grant 
was made before 1978.”

“JOINT AUTHORSHIP”

For pre-1978 grants, each author may terminate 
their own share of the joint work.  However, for 
post-1977 grants, if the joint authors executed 
the grant jointly, a majority of the joint authors 
are required to terminate the grant (in the case 
of two authors, both must agree to terminate 
the grant).  

CASE STUDy - SUPERmAN

The rights to the iconic comic book superhero, 
Superman, co-created by author Jerry Siegel 
and artist Joe Shuster, have been hotly con-
tested.  Both Siegel and Shuster’s heirs have 
attempted to terminate copyrights granted to 
Warner Brothers and its subsidiary DC Comics.  
However, so far, both parties have been unsuc-
cessful due to intervening agreements made by 
the parties after the original grant.  Courts have 
held that the families’ later grants cut off their 
rights to terminate.  Indeed, the Ninth Circuit’s 
January 10, 2014 ruling in Siegel v. Warner Bros. 
Entm’t, Inc. gave Warner Bros. the green light to 
move forward with its summer blockbuster Man 
of Steel, after finding that that a binding settle-
ment agreement in 2001 gave Warner Bros. full 
rights to the superhero character.  Further, the 
confusing and complicated nature of termina-
tions led one judge to note: 

“It is difficult to overstate the intrica-
cies of these [termination] provisions, 
the result of which is that they are 
barely used, no doubt the result 
desired by lobbyists for assignees.  
Those intricate provisions oftentimes 
create unexpected pitSprings that 
thwart or blunt the effort of the ter-
minating party to reclaim the full 
measure of the copyright in a work of 
authorship.”  

Siegel v. Warner Bros. Entm’t, Inc.

As can be seen from the foregoing, copyright 
termination is a complex and unforgiving pro-
cedure that requires careful research, planning 
and execution.  Accordingly, authors or their 
successors and grantees are encouraged to con-
tact qualified counsel to evaluate their portfolio 
and create a strategy for successful copyright 
terminations. 
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Erica J. Van Loon is a partner in the intellec-
tual property litigation department at Glaser 
Weil Fink Jacobs Howard Avchen & Shapiro in 
Century City.  As a “Rising Star” in intellectual 
property litigation, she focuses her practice on 
litigating complex, high-stakes copyright, trade-
mark, trade dress, design and utility patent, 
unfair competition, false advertising and trade 
secret claims.  Ms. Van Loon has successfully liti-
gated matters for Roche, Nike, K-Swiss, Red Bull, 
Mattel, SHFL entertainment, Harley-Davidson, 
VIZIO, Nero, U.S. Auto Parts, FTD and others.  
Prior to joining the firm, Ms. Van Loon was a 
partner and co-founder of Pruetz Law Group LLP 
and was an associate at Quinn Emanuel Urquhart 
Oliver & Sullivan, LLP.

Ms. Van Loon often speaks to leaders in vari-
ous industries, as well as legal professionals, on 
emerging trends and issues in the ever-chang-
ing intellectual property law field.  Ms. Van 
Loon was a panelist on the topic “When the 
Follower Becomes The Leader—The Expanding 
and Innovative Roles of Games, Toys, Songs, 
and Merchandising as Originators of Filmed 
Expression” at the University of Tennessee Law 
School’s 2012 Entertainment Law Conference 
and moderated the panel “Avoiding IP PitSprings 
in Corporate Transactions” at the NAMWOLF 
2011 Annual Conference. She routinely presents 
ongoing seminar series to apparel executives 
and designers regarding copyright protection 
for fashion designs.  She has authored articles 
on intellectual property law that have appeared 
in publications including the Los Angeles Daily 
Journal and Trademark World.

Ms. Van Loon earned her law degree from 
Loyola Law School, where she served as arti-
cles editor and was a published author for the 
Loyola International & Comparative Law Review.  
She was a finalist in the Gray’s Inn Moot Court 
Competition in London, England where she also 
received her Certificate of International Law from 
the Pace Law School London Law Program.  She 
earned her bachelor’s degree from the University 
of California at Berkeley.  
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Jessica A. Wood is an attorney in the intellec-
tual property litigation department at Glaser 
Weil Fink Jacobs Howard Avchen & Shapiro in 
Century City.  She focuses her practice on intel-
lectual property litigation and works with clients 
in a wide variety of industries including technol-
ogy, software and applications, digital media, 
entertainment, fashion and apparel, toys and 
games, automotives, food and beverage and 
various other consumer products.  Ms. Wood has 
given presentations regarding copyright rever-
sion laws, as well as legal issues in architecture, 
video games, footwear and apparel and she is 
the author of “The Darknet: A Digital Copyright 
Revolution” published by the Richmond Journal 
of Law and Technology.

Ms. Wood earned her law degree from the 
University of California, Hastings College of 
the Law with a Certificate of Concentration in 
Intellectual Property Law.  She also holds a bach-
elor’s degree in practice of art from the University 
of California, Berkeley and has studied abroad in 
London, Paris and Florence.    


