IP File
The IP File’s mission is to scour the universe for compelling stories in intellectual property
law. In the United States, there are four main types of intellectual property protection
available: patents, copyrights, trademarks and trade secrets.
January 22, 2015

Who A-Tacks a Decision on Tacking? U.S. Supreme Court Rules That Tacking
Trademarks to Gain Earlier First Use Is a Question Of Fact
It’s a historic week for trademarks! On January 21, 2015, the U.S. Supreme Court issued a decision
in the case of Hana Financial, Inc. v. Hana Bank, which marks the high court’s first substantive
ruling on trademarks in more than ten years. In its decision, the Supreme Court unanimously held
that trademark tacking is a factual question, and thus, should be decided by juries.
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Hana Financial, Inc. v. Hana Bank: U.S. Supreme Court to Decide Whether Tacking
Trademarks to Gain Earlier First Use is a Question for the Court or the Jury
By: Kollin J. Zimmermann
“Priority of use” is a key issue in any case involving a trademark ownership dispute. As the Ninth
Circuit has explained, “To acquire ownership of a trademark it is not enough to have invented the
mark first or even to have registered it first; the party claiming ownership must have been the first to
actually use the mark in the sale of goods or services.” Brookfield Commc'ns, Inc. v. W. Coast
Entm't Corp., 174 F.3d 1036, 1047 (9th Cir. 1999).
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